The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe examner’s final rejection of
clainms 1-6, 9-30 and 33-50, which are all of the clains
remai ning in the application.

THE | NVENTI ON

Appel lants’ clainmed invention is directed toward a
process for preparing an aqueous papernmaki ng suspension from a
pul p containing surface active carboxyl conpounds, and toward

the paper made fromthis suspension. Caimlis illustrative:
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1. A process for preparing an aqueous paper maki ng
suspensi on containing pulp fibers and a pol yel ectrol yte
conpl ex, conpri sing:

a) provi di ng an aqueous suspensi on conprised of pulp
fibers and surface active carboxyl conpounds;

b) addi ng to the aqueous suspension a water-sol uble
cationic polynmer and a water-soluble anionic polyner that are
reactable in the aqueous suspension to formthe
pol yel ectrol yte conpl ex, and a conpound containing a
mul tival ent cation having at |east a +3 charge; and

c) form ng the polyel ectrol yte conpl ex;

wherein said conpound containing a nultivalent cation is
added at a |l evel such as to provide an anmobunt of cation
equi valent on a nolar basis to the anount of al um num present
in alum added at a | evel of fromabout 1.5%to about 6% based
on the dry weight of pulp fibers.

THE REFERENCES

Econonou 3, 660, 338 May 2,
1972
Strazdins 4,002, 588 Jan. 11
1977
Smth 0 362 770 Apr. 11
1990

(Eur opean patent application)
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Derwent abstract no. 86-277082/42 (Sept. 1986) of Netherl ands
patent publication 8500507 to Snul ders, published Sept. 16,
1986 (NL ‘507).?

! The exam ner has not provided and relied upon an English
translation of NL ‘507. Thus, our decision is based upon the
Engl i sh abstract of this reference.
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THE REJECTI ON
Clains 1-6, 9-30 and 33-50 stand rejected under 35 U. S. C
8§ 103 as being unpatentable over Smith in view of Strazdins,
Econonmou or NL ‘ 507.

OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel lants that the aforenentioned rejection is not well
founded. Accordingly, we reverse this rejection

Smth discloses a process for preparing an agueous
paper maki ng suspensi on containing pulp fibers and a
pol yel ectrol yte conplex (page 1, lines 1-3; page 3, lines 2-
3). The pulp is unbleached pulp (page 3, lines 39-40 and page
3, line 46 - page 4, line 2) which, appellants indicate
(specification, page 2, line 26 - page 3, line 3), normally
contains surface active carboxyl compounds at |evels
sufficient to interfere wwth the performance of strength
enhancing additives. Smth's polyelectrolyte conplex is
formed fromwater soluble cationic and ani oni c pol ynmers whi ch,

appel l ants state (specification, page 8, lines 2-6), are their
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preferred polyners. Smth does not disclose appellants’

recited nultival ent cation.
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Appel l ants’ nost preferred nultivalent cation is alum num
particularly alum num supplied by alum (specification, page
13, lines 1-3).

Strazdi ns di scl oses maki ng paper havi ng good strength
w t hout the need for alum by adding to unbl eached pulp 1) a
pol ysalt conposed of specified water insoluble anionic and
wat er sol uble cationic polyners, and 2) an ionization
suppressor (i.e., an acid which has a pH of less than 3 and is
conpatible with the polysalt) (col. 1, lines 57-58; col. 1
line 66 - col. 2, line 2; col. 2, lines 3-20 and 48-56; col.
4, lines 27-39). “The [polysalt-ionization suppressor]
conpositions can be successfully added to furni shes which
contain alumin normal anmount and which thus have a pHin the
range of 4-6. This secures the full benefit of the al um
present and incorporates aluminto the paper, and when one or
both of the polyners carries al dehyde thernosetting
substituents, best wet strength is obtained” (col. 5, lines
16-46). Appellants indicate that the anmount of alum normally
used wi th unbl eached pulps is less than 1% (specification,
page 4, lines 13-15), and in Strazdins’ exanples the anount
used is 1% (col. 7, line 4; col. 9, line 61).
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The exam ner argues that “Strazdins teaches that the
addition of alumis beneficial for inproving the strength
inparted to paper by the polysalt or polyelectrolyte conplex”
(answer, page 4). What Strazdins, teaches, however, as
i ndi cated by the excerpt cited above, is that the polysalt
secures the full benefit of the alumand incorporates it into
the paper. Strazdins' exanples 3 and 8, relied upon by the
exam ner as teaching that aluminproves the paper strength
(answer, page 5), show that paper nade from an unbl eached pulp
containing 1% alum has a particular strength. Neither these
exanpl es nor the above-cited excerpt indicate that increasing
t he amount of al um woul d i ncrease the paper strength.

Mor eover, Strazdins uses cationic and anionic polynmers (col.
2, lines 3-18; col. 3, lines 3-20) which have specific
properties and are different fromthose used by Smth (page 3,
lines 7-41). The exam ner argues that Smith is an inprovenent
over Strazdins (answer, page 5), but does not explain why one
of ordinary skill in the art woul d have consi dered the
teachi ng of Strazdins regarding the conbi ned use of his

cationic and anionic polyners and alumto be applicable to the
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conbi nation of alumw th Smth' s cationic and anionic
pol ymers.

Econonmou di scl oses liquid water insoluble polysalt
coacervates formed by m xing a dilute aqueous sol ution of an
ani oni ¢ polyelectrolyte wth a dilute aqueous solution of a
cationic polyelectrolyte, and teaches that the coacervates are
“dry-strength agents which can be sel f-adsorbed by cell ul ose
fi bers in aqueous suspension and which consequently do not
require the addition of alumor other fixing agent” (col. 1
lines 31-35; col. 2, lines 64-67). Econonou, however,
provi des exanpl es where the polysalts are used in agueous
suspensi ons of bleached fibers containing up to 2% al um based
on the dry weight of the fibers (col. 9, lines 21-40; col. 12,
lines 40-56). In these exanples the paper dry strength
increases as the alumis increased to 0.5 wt% and then
decreases as the anount of alumis further increased.

The exam ner argues that Econonou “teaches that the
addition of aluminproves the strength inparted to paper by
the polysalt formed by the addition of cationic and anionic
polymers to a pulp slurry” (answer, page 4). Econonou,
however, does not disclose use of unbl eached pul p. The
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exam ner does not establish that the bl eached pul p used by
Econonmou contains the surface active carboxyl conpounds

requi red by appellants’ clains or explain why, if the pulp
does not contain such conpounds, one of ordinary skill in the
art woul d have had a reasonabl e expectation of success in
appl yi ng Econonou’s process to an agueous suspension
containing them See In re Vaeck, 947 F.2d 488, 493, 20
USPQ2d 1438, 1442 (Fed. Cir. 1991); Inre OFarrell, 853 F. 2d
894, 902, 7 USPQ2d 1673, 1680 (Fed. Cir. 1988). Al so,
Econonmou’ s anionic and cationic polynmers (col. 5, lines 17-54)
are different than those used by Smth (page 3, lines 7-41).
The exam ner does not explain why one of ordinary skill in the
art woul d have reasonably expected Econonpou’s teaching
regarding the use of alumw th his anionic and cationic
polynmers to apply to the use of alumwith Smth’'s anionic and
cationic polynmers. Thus, the exam ner’s argunent that Smith
and Econonou woul d have fairly suggested, to one of ordinary
skill in the art, adding an anmobunt of alumto Smith’s
suspensi on which i nproves paper strength (answer, page 5) is

not persuasi ve.
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NL ‘507 discl oses use of cationic starch as a paper
strengt heni ng agent and teaches that neutralizing anionic
materials with polyvalent cations from conpounds whi ch can be
al um prevents the anionic materials fromconplexing with the
cationic starch and thereby rendering it inactive.

The exam ner argues that NL ‘507 “teaches that it is
advant ageous to add alumto the pulp to neutralize the anionic
trash which is the source of of [sic] the clainmed surface
active carboxyl inpurities derived frompulping prior to the
addi tion of cationic polyner (cationic starch) and a retention
aid (anionic polyacrylamde) in order to inprove the strength
of the paper product” (answer, page 4). The exam ner,
however, does not explain how, if the anionic naterials are
prevented from conplexing with the cationic starch
appel lants’ recited polyelectrolyte conplex is obtained.

Al so, the exam ner does not explain why NL ‘507 woul d have
indicated to one of ordinary skill in the art that the

di scl osure therein would be applicable to Smth’s anionic and
cationic polyners, and why the anount of alumused to
neutralize Smth’s anionic polyner would be within the scope

of appellants’ claim1l. NL ‘507 does not teach that the al um
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i ncreases paper strength but, rather, teaches that the
cationic starch increases paper strength and that the al um
prevents the cationic starch from being rendered inactive by
conplexing with the anionic materials. Appellants argue that
the amount of AIC, in the NL ‘507 exanple is equivalent to
only 0.2% al um based on pulp (brief, page 8), and the exam ner
does not respond to this argunent.

Regardi ng clainms 49 and 50, which recite paper made by
the processes recited, respectively, in clains 3 and 27, the
exam ner does not explain why the applied prior art would have
| ed one of ordinary skill in the art to add an anmount of al um
to Smth’s suspension such that paper is produced which
reasonably appears to be the sane or substantially the sane as
t he paper prepared by these processes.

For the above reasons we conclude that the exam ner has
not carried the burden of establishing a prima facie case of
obvi ousness of appellants’ clainmed invention.

DECI SI ON
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The rejection of clains 1-6, 9-30 and 33-50 under 35
US C § 103 over Smth in view of Strazdins, Econonou or NL
*507 is reversed.

REVERSED

TERRY J. OWENS
Adm ni strative Patent Judge

BOARD OF PATENT

PAUL LI EBERVAN APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

CATHERI NE TI W
Adm ni strative Patent Judge
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MARK D. KULLER

| NTELLECTUAL PROPERTY SECTI ON
HERCULES | NCORPORATED
HERCULES PLAZA

W LM NGTQON, DE 19894-0001
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